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Examiner's Detailed Office Action 

1. This Office Action is responsive to the communication for 
application 10/073,608, filed April 10, 2008. 

2. Claims 6-15 are pending. Claims 6, 7, and 11-14 are 
currently amended. Claims 1-5 are cancelled. Claims 8-10 and 15 
are previously presented. 

3. After the previous office action, claims 6-15 stood 
rejected. 

Claim Rejections - 35 USC § 112, 1 st 

4. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 
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5. Claims 6-15 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description 
requirement. The claim (s) contains subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s), 
at the time the application was filed, had possession of the 
claimed invention. The term "desirable property" is not defined 
in the specification, so the various methods recited to 
"determine a desirable property" lack definition. The examples 
disclosed that state "a desirable property... could be based on 
minimum cost of..." (italics, Examiner's) leave open the 
possibility that a desirable property could be based on 
something else. 

6. Claims 6-15 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. 
The claim (s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. The claim (s) 
contain the notion of a "desirable property" which is not 
defined in the specification in such a way as to enable one 
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skilled in the art to which it pertains, or with which it is 

most nearly connected, to make and/or use the various methods 

recited to "determine a desirable property" to obtain a 

"desirable property". As far as the specification goes in 

defining "desirable property" is to disclose that "determining 

of a desirable property.. .is carried out by minimizing total cost 

of interaction among components during at least a partial run of 

the program" (see p. 3, lines 17-19). The specification does 

not state that the minimum total cost is the desirable property 

and it does not fill in the gap how the minimum total cost is 

used to obtain the "desirable property". Examiner is willing to 

assume that the "desirable property" is the minimum total cost, 

but then the disclosed example of 

a desirable property (choice of Warehouse 1 or Warehouse 2) 
could be based on minimum cost of filling the 
orders/objects during the run, as by filling each order at 
only one warehouse, without having to fill the balance of 
an order at the other warehouse, (see p. 9, lines 1-6) 

makes no sense as the cost at each warehouse is not determined 

so the minimum cost warehouse cannot be determined. 

7. Claims 6-15 are rejected under 35 U.S.C. 112, first 
paragraph. Specifically, if the application fails as a matter of 
fact to satisfy 35 U.S.C. § 101, then the application also fails 
as a matter of law to enable one of ordinary skill in the art to 



Application/Control Number: 10/073,608 Page 5 

Art Unit: 2129 

use the invention under 35 U.S.C. § 112.; In re Kirk, 376 F.2d 
936, 942, 153 USPQ 48, 53 (CCPA 1967) MPEP 2107.01 (IV). 

Claim Rejections - 35 USC § 112, 2 nd 

8. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

9. Claims 6-15 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. The claims 1-16 contain the notion of 
a "desirable property" which is not defined in the 
specification. As far as the specification goes in defining 
"desirable property" is to disclose that "determining of a 
desirable property ... is carried out by minimizing total cost of 
interaction among components during at least a partial run of 
the program" (see p. 3, lines 17-19). The specification does 
not state that the minimum total cost is the desirable property 
and it does not fill in the gap of how the minimum total cost is 
used to determine the "desirable property". If one assumes that 
the "desirable property" is the minimum total cost, the 
disclosed example of 
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a desirable property (choice of Warehouse 1 or Warehouse 2) 
could be based on minimum cost of filling the 
orders/objects during the run, as by filling each order at 
only one warehouse, without having to fill the balance of 
an order at the other warehouse, (see p. 9, lines 1-6) 

provides a contradiction, as the cost of each order at each 

warehouse is not determined so the warehouse with the minimum 

total cost cannot be determined. 



Claim Rejections - 35 USC § 101 



10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

11. Claims 6-15 are rejected under 35 U.S.C. 101 because the 

claimed invention has no practical application. 

The claims fail to provide a tangible result, and there must 
be a practical application, by either 

1) transforming (physical thing) or 

2) by having the FINAL RESULT (not the steps) achieve or produce 

a useful (specific, substantial, AND credible) , 
concrete (substantially repeatable/non-unpredictable) , AND 
tangible (real world/non-abstract) result. 
A claim that is so broad that it reads on both statutory and 



non-statutory subject matter, must be amended. A claim that 
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recites a computer that solely calculates a mathematical formula 
is not statutory. 

Amended independent claims 6 and 11 recite a "computer readable 
medium including computer instructions executable on a computer 
for carrying out a method" and "a method of characterizing 
objects generated during at least a partial run of a program" 
which includes a step to "determine a desirable property for 
each of said objects". However, determining "a desirable 
property for each of said objects" is not defined as "a 
desirable property" is not defined (see §112 rejections, above) . 
Therefore, no specific, substantial, and credible result can be 
obtained by applying the method or using the computer readable 
medium including computer instructions to apply the method. 
Claims 7-10 and 12-15 provide technical details of the steps 
required to perform the method, but do not cure the deficiencies 
of claims 6 and 11. 



Claim Rejections - 35 USC § 102 
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12. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or 
patented or described in a printed publication in this or a foreign 
country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the 
United States. 



13. Claims 6-15 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Kimelman et al . {Kimelman) (PGPUBS: 
2002/0111697) . 

Regarding claim 6. (Previously presented) Kimelman teaches a 
computer readable medium including computer instructions 
executable on a computer for carrying out a method of 
characterizing objects generated during at least a partial run 
of a program (see para. [0019], Examiner interprets the "cost of 
interaction among components of a computer program" to be a 
characteristic of objects generated during at least a partial 
run of a program.) , each object comprising a plurality of 
potential alternative properties (see para. [0015] and [0016], 
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Examiner interprets a "component" to be an object and "a choice 
of string representation ( e.g. ASCII, UNICODE, EBCDIC ) of 
a component" to be potential alternative properties .) , wherein 
the computer instructions enable the computer to: 

a) instrument said at least partial run of said program to 
determine characterization information about each of said 
objects (see para. [0024], Examiner interprets a "monitored run" 
to be a partial run of said program to determine 
characterization information about each of said objects.); 

b) determine a desirable property for each of said objects 
(see para. [0027] - [0029] , Examiner interprets minimized cost of 
interaction between "components" to be a desirable property for 
each of said objects.); 

c) determine a desirable one of said potential alternative 
properties for said objects (see para. [0031], Examiner 
interprets "component e ... implemented in UNICODE ... while 
component f ... implemented in ASCII" to be a desirable one of 
said potential alternative properties for said objects.); 

d) determine a correlation between said desirable property 
and said characterization information associated with said 
objects (see Abstract, Examiner interprets "determining a choice 
of implementation properties which minimizes total cost" to be 
determining a correlation between said desirable property and 
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said characterization information associated with said 
objects . ) ; 

e) express the correlation as an allocation strategy (see 
Abstract, Examiner interprets "assigning choices of 
implementation properties to said components for a future run of 
the program" to be expressing the correlation as an allocation 
strategy. ) ; and 

f) implement said allocation strategy to select among the 
alternative properties for an object subsequently created during 
an at least partial run of said program based upon 
characterization information about the subsequently created 
object (see para. [0032], Examiner interprets "future runs of 
the same program" to select among the alternative properties for 
an object subsequently created during an at least partial run of 
said program based upon characterization information about the 
subsequently created object.). 

Regarding claim 11. (New) Kimelman teaches a computer- 
implemented method of characterizing objects generated during at 
least a partial run of a program (see para. p. 1, [0019], 
Examiner interprets the "cost of interaction among components of 
a computer program" to be a characteristic of objects generated 
during at least a partial run of a program.) , each object 
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comprising a plurality of potential alternative properties (see 
para. [0015] and [0016], Examiner interprets a "component" to be 
an object and "a choice of string representation ( e.g. ASCII, 
UNICODE, EBCDIC ) of a component" to be potential alternative 
properties.), said method comprising: 

a) instrumenting an initial run of said program to 
determine characterization information about each of said 
objects (see para. [0024], Examiner interprets a "monitored run" 
to be an initial run of said program to determine 
characterization information about each of said objects.); 

b) determining a desirable property for said objects (see 
para. [0027] - [0029] , Examiner interprets minimized cost of 
interaction between "components" to be a desirable property for 
said objects . ) ; 

c) determining a desirable one of said potential 
alternative properties for said objects (see para. [0031], 
Examiner interprets "component e ... implemented in UNICODE ... 
while component f ... implemented in ASCII" to be a desirable one 
of said potential alternative properties for said objects.); 

d) determining a correlation between said desirable 
property and said characterization information associated with 
the one object (see Abstract, Examiner interprets "determining a 
choice of implementation properties which minimizes total cost" 
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to be determining a correlation between said desirable property 
and said characterization information associated with the one 
object . ) ; 

e) expressing the correlation as an allocation strategy 
(see Abstract, Examiner interprets "assigning choices of 
implementation properties to said components for a future run of 
the program" to be expressing the correlation as an allocation 
strategy . ) ; and 

f) using implementing said allocation strategy to select 
among the alternative properties for an object subsequently 
created during the at least partial run of said program based 
upon characterization information about the subsequently created 
object (see para. [0032], Examiner interprets "future runs of 
the same program" to select among the alternative properties for 
an object subsequently created during the at least partial run 
of said program based upon characterization information about 
the subsequently created object.). 

Regarding claims 7 and 12. (Currently amended) The computer 
readable medium as set forth in claim 6 and the method as set 
forth in claim 11, wherein the computer instructions further 
enable the computer to determine the desirable property by 
minimizing total cost of interaction among components during the 
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initial run of said program (see para. [0019] and [ 0027 ]-[ 0031 ] , 
Examiner interprets "instructions for carrying out each method 
disclosed herein for minimizing total cost of interaction among 
components of a computer program" to be computer instructions 
that further enable the computer to determine the desirable 
property by minimizing total cost of interaction among 
components during the initial run of said program.) . 

Regarding claims 8 and 13. (Previously presented) The computer 
readable medium as set forth in claim 6 and the method as set 
forth in claim 11, wherein said characterization information of 
an object comprises at least one of said object's class, 
classification of said object's creator object, and a code 
identification of said object's creation (see para. [0009], 
Examiner interprets "parameter" to be said object's class.). 

Regarding claims 9 and 14. (Previously presented) The computer 
readable medium as set forth in claim 6 and the method as set 
forth in claim 11, wherein said alternative properties comprise 
a string representation selected from ASCII, EBCDIC, and UNICODE 
(see para. [0009] ) . 
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Regarding claims 10 and 15. (Previously presented) The computer 

readable medium as set forth in claim 6 and the method as set 

forth in claim 11, wherein said alternative properties comprise 
a data structure selected from hash table, tree, and compressed 
data structures (see para. [0009]). 



Response to Arguments 

14. Applicant's argument filed April 10, 2005 have been fully 
considered but is moot. 

Rejection of Claims 6-15 Under 35 U.S.C. §112, 2— 



Applicants argue: 



The Office Action rejected claims 6-15 under 35 USC 
112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject 
matter . 

Independent claims 6 and 11 have been amended to 
recite the additional element of determining the 
correlation to correct the antecedent basis problem. 
Further amendments have been made to clarify the invention. 

For the foregoing reasons, Applicant respectfully 
request entry of this amendment and allowance of the 
pending claims. 
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Examiner responds: 

Applicants' argument is moot based on new grounds of 
rejection under 35 U.S.C. §112. 

Correspondence Information 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Nathan H. 
Brown, Jr. whose telephone number is 571-272- 8632. The 
examiner can normally be reached on M-F 0830-1700. If attempts 
to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Vincent can be reached on 571-272- 
3080. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 
Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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/David R Vincent/ 

Supervisory Patent Examiner, Art Unit 2129 
Nathan H. Brown, Jr. 
July 3, 2008 



